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IN RE ROUFFET, 143 F.3d 1350 (Fed. Cir. X998) 
XN RB DENIS ROUFFET, YANNICK TANGUY and FREDERIC BERTHAULT 

No. 97-1492 
(Serial No. 07/888,791) 
UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 

DECIDED: July IS, 1998 

Appealed from: Patent and Trademark Office Board of 
Patent Appeals and interferences, 
page 1351 

[EDITORS 1 NOTE: THIS PAGE CONTAINED HEADNOTES AND HEADNOTES ARE, 
NO? S OFFICIAL PRODUCT OF THE COURT, THEREFORE THEY ARE NOT 
DISPIAYBD.] 
page 1352 

Richard C. Turner and Grant K. Rowan, Sughrue Mion, Zinn, Macpoak 
ft Seas, PLLC, of Washington, DC argued for appellants. 

Of counsel was Scott A» chambers, Associate SoUcxtor, Office 
Solicitor. 

Before FLAGER, Circuit Judge, ARCHER, Senior Circuit Judge, and RADER, 
Circuit Judge. 

RADKR, Circuit Judge, 

[1] Denis Rouffot, Yannick Tanguy. and Frederic Be ^lt (collectively, 
Rouffet) submitted application 07/888,791 (the application) on May 27, 
ITA The Bo^rd of Patent Appeals and Interferences (the Board) 
affirmS final rejection of the ™}^<? ^°% p . 
iKtt^r 8103(a). see Ex parte Rouffet, No. 96-1553 (Bo.. Pat. app- 
f lift "Apr is. 1997) . Because the Board reversibly erred m 
identifying a motivation to cosine the references, this court 
reverses . 

I. 

C21 satellites in a geosynchronous or geostationary orbit remain over 
ihe same point on the Earth's surface. Their constant position above 
III Earth^e surface facilitates communications. These satellites 
SjSTS -ber of beams to the Earth -am transmits to it^rea 

cLpSe a coverag^ ™* ^T^or 

complete oovenge, leniencies to avoid interference. However, two or 

S2 I^SS^^SSS- can use the same set of freguencies in 
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ord er to use efficiently the limited ^» ^^^I^rK 
application shows the coverage of a portion of the Earth s 
provided by multiple cone shaped beams : 
Pago 1353 

[EDITORS' NOTE, THE FIGURE IS ELECTRON XCM.LY NON- TRANS PERRABI.E 

Frequency reuse techniques, however have ^Stf^f aUeviate the 
compensate for congestion in B»»tatxaw ^o. To^ljvlat. 

orbit congestion ^^^^^^^71^5^^ on the 
Earln^sSace" ^texutes'drnot^e.ain stationary but move 

SU^ScSvS on tne EaA.s P 3 urface to move fro. the footprint of 

S^^tli^SrSdSSS. Leu,. they „ o.u.e i»t.™ P — 
in signal transmission and reception. 

[31 Rouffefs application discloses technology to reduce the number of 
handovers between beams transmitted by the eame ^ellxte in 
Articular, Rouffet -1^^- SbSei^the shape 

By elongating the beam's in the £« c ^™ Earth , g surface 

^^"ZSTvSr: Sngle fooS/int n uncil it i. necessary to 
liKeiy win ^^i-^nJt-n Rftcauee Rouffet's invention docs not 

SSS.'LSSS r^^^ ^Tonc o £ «. .=™=s the 

Earth 1 a 

"3«£"hi. arrangement reduces, but does not eliminate handovers. 
Jimire 3 from the application shows the footprints 12 from 
six "eaL aligned in the direction of satellite motion 15. 

[EDITORS ' NOTE : THE FIGURE IS ELECTRONICALLY NON-TRftNSFERRABLE 

The application contains ten claims that stand or fall as a group. 
Claim l is representative: 

A low orbit satellite communications system for mobile 
terminals, wherein the communications antenna system of each 
satellite provides isoflux coverago made up of a plurality or 
2£ neams that are elongate in the travel direction of the 
satellite. 

4ti ^j. 11v rejected Rouffet's claims as unpatentable 
f4] The examiner initially rejectee , ^ ~ rT ^ to . Mo 4 n-io 015 

l * J „ „ M ~ q iqq 672 (Kinq) in view of U.S. Pat . No. 4,B7^,u±o 

ELS\JK' conferee' l^t t^^?^^^ 
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*r> alternative around far rejection, holding that the 
SSfw^vSuf over^S UT-o. s^Ul (Preeburg, in view of 
U.S. Pat. No. 5,170,485 (Levinc) • 

rc , ^ a™-tl 16 1997 the Board issued its decision. Because Rouffet 
l \ SLiitied that the claims would stand or fall as a group based on 

view of fcevine. 
Page 1355 



II 



[6] To reject claims in an application under section 103, an fxa.minor 
iult ahow'an unrebutted prima facie case of obviousness Sec In re 

cir 1992) On appealtothe Board, an applicant can overcome a 
nonooviousness . See id. 

r-M while this court reviews the Board's determination in light of the 
inlire record an applicant may specifically challenge an obvxousness 
reiocnion S shoSinfthat the Board reached an incorrect conclusion of 
obvtousnessor that\he Board based its obviousness determination on 
^correct factual predicates. This court ^^^ST^Lu^.. 
determination of obviousness as a option ^ of law See In « 

m H2S' undeVlyl^ ^ 
SSenfoc U tnfprIor g art,°tbe differences between the g**^* ^ 

"^t KSSXS* Corp^SuLef £S SSt iS^'.S? « 

KS^XS'xJH r F X-C S ir e S.S ^ncl^eufers, 111 

i \*A islJ-72 " A* finding is clearly erroneous when, although there 
^^aencl^suppo^it, ?he reviewing court on the en, ire evince is 
left with the definite and firm convxetion that ^ «iat »*J ™ en 
committed In re Graves, 69 F.3cH147, 1151, 36 USPQ2d 1697, 1700 
gZZ Cir. 199?) (quoting United States v. united States Gypsum Co., 
333 LKS..364, 395 (1948) ) - 

rsl The secondary considerations are also essential components of the 
obviousness determination. See In re Emert, 124_FJg 1458, 
SSoad 1149 1153 (Fed. Cir. 1997) ("Without Emert providing rebuttal 
evlSenco this prima facie case of obviousness must stand^) This 
oSc?iv; evidence of nonobviousness includes copying, long felt but 

of the claimed invention, see In re Mayne, ^04f,3dJ33g, ^42, 

41 US?02d 1451. 1454 (Fed. Cir. 1997); In re Woodruff, 919£,2dJ.5JJ, 

1578 f 6 USI-Q2d 1934, 1936-37 (Fed. Cir. 1990), licenses showing 
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must consider all of the applicant s examiner made a 

F .2d at 1445 t'^.^rjSScS H Sng « the ultimate determination 

prime facie case is not improper, " * fl „ , In r<! Piase eki, 

of patentability is made on the entire jecora. >« reviews 

law. 

there muse be Gomo teaching, »«99«* ' uSPQ2d 1276, 1278 

tM art t£t rtfroce, 10 o£ .p.ci.1 in.port.noe 

u ir: p'rtiou la , ».*.. Prt-ia. r 1 ^ oil ' 

£TSa- » sSSrt°"i«oiiit y .«- £ 

Zfv. 1 ^™ «oK ^rti« co. a bumum. m«. «o ««. 

468 (Fed. Cir. 1984)) . 



Ill 



riol The partios agree that the five references asserted by the examiner 
[101 Ihe partly *g ^ a3 the invention. The parties also 

render the claimed invention obvious. 

The Combination of King, Rosen, and Ruddy 
till The Board first affirmed the rejection of Rouffet's claims over a 

plurality of fan beams with their terminals on the Earth, 

direction to communicate with mobile ana rixea teciun 

ll2] The final, and most important reference ^^^f/jVeries 
^Z^ST^^I^ '-from aVound station over a 



PAGE 21126 1 RCVDAT 211/2005 5:28:38 PM [Eastern Standard Time] * SVR:USPTMFXRF-1« ' DN1S:872W06 * CSfD: * DURATION (mm-ss):08-28 



FEB-01-O5 TUE 05:55 PM FAX NO. P. 22 

U«S. l'eocrai ^ircuu v-uuii^ ai/^v-. 



wide area. Rather than using a geostationary orbit Ruddy teaches the 
uBe of a series of satellites in Molniya orbits .A satellite n 

SSniya orbit always follows the 3 ^PfJ r ^f E ^ k Le orbital 
from a fixed point on the ground ■ Vrewed from the Eart ^ tranQmit to 
path includes a narrow, elliptrcal a P°^e ^P- *J d ° JSs a fan beam 
?hese moving »^ellltes from a ground station, Rudd J loop . 
with a long axi a align e w, e long a of the^ foot » rint oE tho 
This ali-anment places the entire *P°3ce P antenna to track 

the Earth station. 

Ilil King and sosao cogathar teach tho uec of * f "f* ^i/" 
S Earth orbit. Thus,. «u*y haco.es tho P » ' f V££JS y "3 t .» 

o n««rU-l« |S oo£!a.r.bly lnora.se. call durations botwacn 
handovers , " ) . 

*> contrast. Ruddy teaches that : a ground f^g^^SF 
£an-3ha P ed beam to transit to ? J*^"*'" g^ eB of satellites in 

The ground station transmits » beam into «h ich a J^JJ fl are 

Molniya orbits will successively enter ?t to-t two 

evident: the application teaches projection °JJJJ^ e 0 f f si ~ lc beam 
satellite to the Earth while *^y^each^s pr °3jctjon ^9 a 

transmitted by the ground station. 

proper deference to the Board's finding 

wL skill level for ordinary artisans in this field, this 
court discerns no clear error in the Board's conclusion that these 
differences would not preclude a finding of obviousness. 
SSSTSH oxpress^y teach ^ip^tlJn^ Reives no 
apparent direction of the sat e llite' a ^dy would suggest such 

clear error in the Board' s de termination t ^^ # w J ho d Bo JS did 
-iSn^ ^0^^^%^^^ 'and au.dy contains 
S or the elements claimed in Rouffet's application. 

rifi] However, the Board reversibly erred in determining that one of 
skill in So art would have been motivated to combine these references 
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in a « that rendered the clawed invention obvious^ Indeed, the 
Board did not identify any Ration to ^^nlover minimization, 
combination. Ruddy does not ^"^:^A^ dover8 due to satellite 

To the ^^f^L sub ecf tnrough Selection of orbital 
motion, it addresses tms „ h ' 1p . of a Da rticular shape and 

parameter*. Ruddy does not teach the ch oice jf J part addregse3 
alignment of the beam P^ectcd by the ^ellxte. Tn y ^ 

invention obvious. 



1993) 



Richdel. me. v W^^^'^fiJSiM. are combinations and 
(Fed. dr. J^^l/'^S. an examiner may often find every 

mostly of old elements. ") • ineretore an identification of 

element of a claimed « - the J^^ ic ^* to negate 
each claimed element in the prior art were s p^^ore, 

patentability, ^ Ending prtor art corollaries for the 

rejecting patents solely by f prior w cla imed invention 

claimed ol^^^Pf^^-S^S^^J^iS the prior art to 

S^&?2^ rsS 51 ^^ w " 3dJ " 6 -' 157 °' 

38 UDPQ2d 1551. 1554 (Fed. Cir. 1936). 

[lBl To prevent the use of height based ^J^^^T^ 
patentability of the ntion this court requ cage ^ 

a motivation to combine the r ^ er *^* mU gt flhow re asons that the 
obviousness. In other words the examiner must show inventor and 

skilled artisan, «fSfS^S3 XvenKon* would select the elements 
S£ S-^SSrSiS SI SSSLSS'oc-^o- in the manner 
claimed. 

[203 This court has identified three V™** a ™ a ™^^ C %^ 
^combine references, the nature* ^M^" J^°StrtSLy 
teachings of the P**°* the J nono of thes6 . 

skill in the art. In this case the Board r p ^ 

Rather, just as £f cSmed°Lvention and the selected 

overcome the differences oecwe c level of skill in 

elements in the ref erences , ^ reUed upon ^ C "he Sari did not, 

the art to P^^^SSliSSSSSi or technological principle 
however, explain what specific ^aers » fl 

^^r^-^^tSTS Boarc merely invoked the high 
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counter this potential weakness in the obviousness 

Swaras arssnysar- srs* 

tent for obviousness. 

l211 Because the Board did not -f^^^Uan SatToSd^otxvate 
principle within the pledge of a the combina tion. 

one with no Knowledge of Roufiet 3 inveiitiv references with the 

this court inf 0"/^^^^ £010^0^0, hindsight in the 
assistance of hindsight J ca3e of obviousness. See In 

rejection over the combination of King, Rosen, and Ruddy. 
[221 The Combination of Freeburg and Levine 

IM , Freeburg tea f es a cellular radiot*leph JJJ -Vjj^g ^ co 

constellation of low *^«* l *£J an* mobile Earth stations, 
transit from the ^"Uxto to both^£l xed an a ^ ^ faeamg 

Levine teaches an Earth-based cellular raoio y £ootprints arc 
broadcast from antenna towers, e Se capacity of traditional 

aligned with the road grid. To increase t c c Jjacicy o teaches 

g round-ba f d footprints than 

s c c ^^^s^S ^"j^w-^yss. - 

^dovers'^^ * 
beam footprints: 

[EDITORS' NOTE: THE FIGURE IS ELECTRONICALLY NON - TRANSFERABLE . ] 
Pago 1359 

Aa a mobile unit (e.g., a driver using a car phone) ^£ 8 \ 0 
accession of over 1 apP^g zones Levine uses -lect^ J ^ ^ 

determine which of the cciis " „ „ thi 1X f or u=e while 

mobile unit. These ^ithmsthen select thi, cell t ^ 
continually monitoring intersecting ceils 
unit changes direction. 

B 4| Once again, thi. cour. : notes ^^^^S-SS^SiSS? T*e 
teachings of the a ^ licatl °^n ^nvolvea a beL from an Earth station 
critical Levine reference again evolves » J™" £ [a] oat ellite." 
without any reference to the "travel ^ e ^ r of potential handovers 

possessing the lofty skills characterist ic of invention ^ thc prio r 
STS^LS.'S" ufs^n ^Xear error in that reliance 
on the considerable skills in this field. 
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identification of a m °^iva<^on to comoi would have had motivation to 
dctetTdning that one of skxll xn the art ^ q£ ^ 

carabine Levine and Freeburg, tne w« observation alone 

in the art is vary high." As ^^^J^ySE references. The 
cannot supply the ^quired * rt overcoroe9 the 

Board posits that the high level of skill in q£ ^ 

SS^JTLSSftoM — . disclosed 



by B'reeburg. 



a suggestion to combino. a 1o "* ^L™1bo a hioh lcvol o£ ordinary 

l-TSZ- rrt™^x™t SSTraoluoaV r t S1 o 
slcill in an ^ *" l *J*^ hae often no tcd, invention itself is the 
inventions. M J^" C °^* art in a nonobvious manner, see, e.g., 
access of co mb ining prior art £ * ™» Designs, 713 F.2d at 698. 
Riehdel, 714 F.2d at 1573, E.nviro the Boar<J 

Therefore, even when the level 1 %££n a £ onc 0 f ordinary 

must identify specifically the principle, Know to Davidson, 
skill, that suggests the claimed ^-^J^^^t ^ 

1454, 43 ^* basis for ^decision, . in other 

Board's opinion describe the ordinar y skill in the 

Sf^lE'tS'LSSE 2" JSSg. r. £ er.„oa= ana to co»alo= 
chem to render the claimed invention obvious. 

[27 ] The Beard- s naked invocation of skill in the art to -poly a 
Lggescion to cosine the prances cited in this cassis ^ 
clearly erroneous. Absent any proper n,o t the rejection of 



IV 



12ai t„o Board """-Sr^^SKStFeS? SSS.'S*"—* or 

motivation to combine either the joacni g * h claimed 

of Freeburg and Irvine in • ^sSg in each case, the 

invention obvious. D f ^.^^^f references render the claimed 

Sventi^^ 

for further consideration is denied as moot. 

COSTS 

[29] Each party shall bear its own costs, 



[30] REVERSED, 
page 13 60 



Copyright© 2004 ^Sla^ecm. ^- A» ^9™* Reserved 
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